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Anatomy of a patent

Abstract

A short summary of the invention.

Written description

explain the invention.
How does it work?
How is it made?

How is it used?
Drawings
What does it look like?

Claims

The claim(s) define(s) the legal
boundaries of the invention,
similar to a deed to a property.
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Patent Claims Define the Scope of Protection

Claims are like fence
post around a property

Claim Scope

Exclusionary Right!
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The Claims:

*» The most important and the heart of any patent
application.

** Give the patentee the right to exclude others
from using/making/selling what is claimed.

*But don't give the patentee the right to
make/use/sell what is claimed.
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Claim drafting is a combination of science and art

e Science:
* You need to understand and identify the invention from a
technical standpoint ;

e Art:

« and You need to craft the right combination of words and
phrases in the claims

¢ to capture the key aspects of the invention
¢ as broadly as possible
+» while avoiding the prior art .




“Invention” and “embodiment”
An “Invention” Is:

*» a mental construct inside the inventor’'s mind
(not a physical reality).

An “embodiment” of an invention Is :

¢ a specific physical form of the invention.




But BEWARE!

s+ Inventors often take a narrow view of
their own invention.

“* They often just consider the embodiment
not the invention.




Claim scope



The “claims” must always protect at least an
“embodiment” of the invention,

— but the best claims protect the full scope

of the “Iinvention”
(all embodiments of a concept )




Example:

* Inventor, Mandy, develops the first cup to have a
handle.

 Mandy’s physical embodimentis a: ‘
*» red clay cup with a handle.

———




Should Mandy’s patent agent claim the physical
embodiment of :

d “ared clay cup with a handle”?

« @
\-1
Invention

= first cup to
have a handle

Embodiment
= red clay cup with handle




 No!

« This would allow non-infringing plastic cups with
handles.

 This would allow non-infringing blue clay cups,
too.




* If the patent agent understands the invention,
then he will claim :

d “Acup with a handle”

* (the invention) “Red cups” and “clay cups”
may appear in narrower claims.




Invention
= first cup to
have a handle

Claim 1. A cup with a handle



x,,,,,...,,-prior art

product

Invention to
be claimed
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Drafting claims Is a sophisticated art.
Broad protection is generally desirable.
Must be:

“*Narrow enough to be new and non-obvious to be
allowable over the prior art .




Develop a mix of broad, medium, and
narrow claims

» The patent agent will usually not want all of the
claims to be at the apparent upper Ilimit of
protection because:

* there may be unknown prior art and claims
can be invalidated during litigation




*» Broad enough to be useful :

4 Applies to many products or variations
1 Hard to design around

 Able to survive challenges
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e
MULTIPLE INDEPENDENT CLAIMS

You can have multiple independent claims In
a patent specification.

The only limitation Is:

1. unity;
2. clarity.
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Multiple iIndependent claims

Multiple independent claims are allowed in different
categories,

you should avoid having more than one independent
claim in each category.

For example, an independent claim 1 may be directed
to a product,

another independent claim to a method of making
this product

and a final independent claim for the use of this
product.
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Can a skilled person
perform the
Invention [without
undue
experimentation]?

Role of description

W 2 key requirements of description:

® Enabling disclosure (sufficiency)

Shows inventor was in
control of the invention
(US). Claims are no
broader than justified by
the invention's technical
contribution

M Support (written description)



Enabling Disclosure — Example

W Claim 1: A process for making a chemical compound

M Description: A detailed description for how to carry out
the process, but no description as to how to make the
reagents used in the process.

Does it meet the requirement?

If a person skilled in the art cannot produce these reagents based

on their common general knowledge, then the description does not
contain an enabling disclosure of the claimed invention.




Support Requirements — Example

M Claim 1: A method of treating|a disease|using a
|Bifidobacteria strain| ..

M Description: All examples relate to methods of treating
diabetes using Bifidobacteria breve strain 174

Does it meet the requirement?

In most jurisdictions, claim 1 is unlikely to be
found to meet the support requirement:

* disease > should be narrowed

* Bifidobacteria > should be harrowed WIPO

TTTTTTTTTTTTTTTTTTTT
ORGANIZATION




e Prior to writing claim(s) answer these questions:

 What is the invention?

« What technical problem was solved by the invention?

« What is the difference between the closest prior art and the
Invention? (Novelty?)

« What arguments do we have in favor of inventive step?

« What are the elements that make up the invention?

 How do the elements relate to one another?

* Do you have more than one invention?

« Are there multiple embodiments of the same invention?
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Choice of words In claim:

 Words should capture not just a particular
embodiment but variants, as well




Choice of words in claim (continued):

 Watch out for “relative” words, such as Fast, slow,

long, short, tall, wide, perfect, complete, thin,
strong, flat, etc.

* Unless the relationship lies with another recited
element in the claim

 “wherein the first piece Is shorter than the
second piece”




Choice of words in claim (continued):

« Avoid negative limitations in claims
¢ “a ball that is not solid”
« State limitations in positive terms

« Unless the limitation cannot be phrased in any
other manner.

« “a non-black color” - maybe




Do o0 el dwd dw & §1 58] asliled

syl gl (Sho Sl & 290 dide gl 45 @ glysl glalesl @
Al Jpao o) 3

b JWal) 65 )08 a0 g Jgamme (SOle ((Sjd sl gBly o
g Mialgs lales] | Lol Sl odims JSKi con b sl (oles

s omalS aalyy Sy by ¢ o Sl b alesl wiged oy Yoomo
c)‘))‘ ;g.ﬁ cd.abﬁ gi: coli:w.) & cJQ.«ano & 603)9])5 gi’ C)J.Q‘.’>U &
g oSBTy (S 328) s S




tily i ly8 b gy S g8 Eandg0 (o

Sl 9 (58 by (Shy sl & 398 atde ol g5 4 Wb gl glalesl 0
bl il b ol (SSS

b wuld o sl cas a5 1, she celsl baleol b el cdls ol 3 o
S P )‘).9 LCD‘ .))9A cC;wd‘

@ el Cjge 4 Ll sl B ey S p e bed gt &S Shee
D9 g0 o3l 3)90 (o9, 5
D9 (52




ol b b pe adgi wulpd g 03y51,8 S 5l oS 5 158 (2
X0

Aol o Jhwe sledl 9o ghils Johs gl sl clalesl el cpl o @

Jyaxe gy 65593 5 a0l 8 glp (S °

) pile plodl cap (B0 5 B9 lgie b ol sl
" o bead g xSl




3l 5> awlioayglys g il 5l (S 5 &Bly 0 &5 Sy slaledl 0
i 3y 3590 Lulul Uy

P S Cowd e Copdy 9 SiPPSS (S 4 ey b e Sl 4 Ll

welyo 4 WY Bl 3 olpl olelpsl cos (el lal b ol )
Cans] 045 0,L] 03)9‘).73 9 A.g‘)s 5l Ls.af)a sle
S oltwd J5lyd wilyd w3ygl 8 bl canl (SKee lalesl b lesl 2 VWWosle

porde o 4 gl 4l bgytie bl 0390, g ]85l S5 b g edg]3
A5b el sl




b oyldl ekl p3Y b ¥ a ) legesme
ol o (Shy 50 > glad g gl bl
D9 gupld (8 A I gl s




el cilises gla yiso
(the preamble) 5;k1 o
(the transitional phrase) Lesl sjL cuis puss @ljle

(the body of the claims) lesl 6y,







e Preamble

« The preamble Identifies the category into which an
invention falls (device, composition, process).

« It also defines the scope and field of the claimed subject
matter.

« The preamble should be consistent with the invention title.
For example, “a method for,” “an apparatus,” etc.

e Preamble Start with an article (“A” or “An” for an
independent claim),




For example, for an invention in a bicycle, a preamble
that says “vehicle”, provides a broad scope than a
preamble that says “bicycle”.

Yet, if the invention is directed to a bicycle or a part of it,
there may not be any benefit in having a preamble
directed to “vehicle.




THE PREAMBLE AND PATENT SCOPE

If the Invention can be used for other purposes
and not just the preferred purpose
then think about broadening the preamble.

« 1. an apparatus for cooking rice...

« 2. an apparatus for cooking.....




Transitional phrase

« Atransitional phrase is a part of the claim that connects
the preamble and the body.

 The Transitional phrase determines as to whether a
claim is “Open” “Partially Open” or “Closed.”

« Transitional phrase determines whether the claims are
limited only to the elements listed or whether they
cover the other additional elements.




* Open transition:

* An open-ended transitional phrase means that the
claim encompasses all the elements listed but may
also include additional, unnamed detalls.

* The most common transitional term used Is the
open ended phrase “comprising”.

* |n effect, “comprising” Is a shorthand way of saying:

* “Including the following elements but not excluding
others.”



 The transitional terms :

< “including,”
“containing,”
< or “characterized by,”

N/
0’0

e are synonymous with “comprising” and are also
Inclusive or open-ended.




*Closed transition:

« The closed transitional term usually uses the words
“consisting of”.

« Use of this phrase limits the preamble to exactly what follows
and nothing more.

« A closed transition phrase is often avoided by patent
attorneys, but iIs sometimes required considering the claim
drafting requirements.




* The use of closed transitional phrase may possibly
allow a competitor:

¢ to copy and manufacture the patented product
without essentially infringing it,

 If the competitor makes even a minor improvement
/addition to the invention as recited in the claim.

« That said, the closed transitional phrase are
sometimes required as it may assist with
overcoming a close prior art.




« Semi-open transition:

A third kind of transition, the semi-open (or hybrid)
transition, usually involves the use of the phrase
“consisting essentially of”.

« This kind of transitional term keeps the claim “open” to
Include additional elements,

« as long as those additional elements do not significantly
or materially affect the novel characteristics of the claim.




e Semi-open transition:

« This kind of transitional term helps with avoiding
prior art,

« and on the other hand is generally broad
enough to thwart the possible infringers to
blatantly copy and practice the invention.




TRANSITIONAL PHRASE
Two types:

* Open = “comprising” — used 99% of the time.

* Closed = “consisting” — rarely used.



Transition Examples:

(Open)
A cup, comprising a handle
... The cup can include anything else, e.g., a lid

(Intermediate)

A cup, consisting essentially of a handle..

The cup can include anything that does not change the novel
characteristics on the invention

— probably a lid but not a mesh bottom.

(Closed)

A cup, consisting of a handle ...

The cup cannot include anything else but a handle
This is very limiting — try to avoid its use




* Body

 The body of the claim is the part that follows the preamble and the
transition phrase.

« It includes the most important and novel elements of the
invention and their relationship with each other.

« The body also describes how the elements cooperate structurally, and/or
functionally with each other.

* Further, the body’s structure depends on the nature of the invention.
Usually, the first feature in the body is the core of the product that other
components depend on.






Example
Claim 1:

A wagon, the wagon comprising four sides, a handle, and
wheels.

« Claiml is independent,
* not referencing any other claims.
* Itis open-ended based on using “comprising.”

Claim 2;

The wagon according to claim 1, wherein the wheels are four
air-filled tires.

« Claim2 references (thus, depends upon) claim 1.
« Claim 2 claims another wagon like claim 1, but adds that
“‘wheels” means four wheels, and specifically air-filled tires



Claim 1 Claim 2 Also Claim 1 (potentially)
& (narrower than claim 1) «/ «l ]
&\/b-?\ﬁ

T - . e e . ..

Claim 1 does not limit the number or type of wheels, thus any number or type is
potentially covered.

Since the wagon claimed in claim 2 limits these to four and air-filled, claim 1 is
not limited to four or air-filled.

Thus, without explicitly claiming it, claim 1 also covers the six wheeled, solid
version shown above.

Likewise, claim 1 covers wagons having more than those with four sides, a
handle, and wheels, such as those with an added seat.
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Claim Parts

5 Preamble, Transitional Phrase: Body.

i i e i A A e e i



